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The specification and claims should be reviewed for 
spelling, grammat ic, and typographic error, 
35 U.S.C. § 101 reads as follows: 

"Whoever invents" "or "discovers any new and useful process, 
machine, manufacture, or composition of matter or any new 
and useful improvement thereof, may obtain a patent 
therefore, subject to the conditions and requirements of 
this title". 

Claims 1-11 and 16-19 are rejected under 35 U.S.C. § 101 
because the claimed invention is directed to non-statutory 
subject matter. 

Naturally occurring FMV and infected plants comprise the 
recited elements of the promoter and terminator in these claims. 
"Fragment comprising" is open language and the construct is not 
recombinant. The invention as claimed, therefore, does not 

constitute patentable subject matter. See American Wood v Fiber 

Disintegrating Co. , 90 U.S. 566 (1974): American Fruit Growers v. 
Brogdex Co. , 283 U.S. 1 (1931); Funk Brothers Seed Co. v. Kalo 
Innoculant Co. , 33 U.S. 127 (1948); Diamond v. Chakrabarty, 206 
USPQ 193 (1980). 

Claims 2-4, 8-10, and 13-15 are rejected under 35 U.S.C. 
§ 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The position of the 
TATTTAA site is not indicated in claims 2-4 and 8-10. The 
elements recited in claims 13-15 are not oriented with respect to 
the elements in claim 5. Claim 14 appears to have added a second 
CaMV 35S promoter to that of claim 13. 
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Claim 7 is rejected under 35 U. S. C. § 112, first and second 

paragraphs, as the claimed invention is not described in such 

full, clear, concise and exact terms as to enable any person 

skilled in the art to make and use the same, and/or for failing 

5 to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. The identity or 

position of the functional 34S termination region of claim 7 is 

not specified and the specification sheds no light on this issue. 

The following is a quotation of the appropriate paragraphs 
10 of 35 U.S.C. § 102 that form the basis for the rejections under 

this section made in this Office action: 

A person shall be entitled to a patent unless -- 
<a) the invention was known or used by others in this 
country, or patented or described in a printed publication 
15 in this or a foreign country, before the invention thereof 

by the applicant for a patent. 

(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the 
20 date of application for patent in the United States. 

Claims 1-11 and 16 are rejected under 35 U.S.C. § 102(a) as 
being clearly anticipated by Gowda et al. 

Claims 1-11 and 16 are rejected under 35 U.S.C. § 102(a) as 
being clearly anticipated by Wu et al. 
25 Claims 1-11 and 16-17 are rejected under 35 U.S.C. § 102(a) 

as being clearly anticipated by Goldberg et al. 

Claims 1-11 and 16-19 are rejected under 35 U.S.C. § 102(b) 
as being clearly anticipated by Shepherd et al. 

Claims 1-11 are rejected under 35 U.S.C. § 102(b) as being 
30 clearly anticipated by Richins et al. 
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The following is a quotation of 35 U. S. C. § 103 which forms 
the basis for all obviousness rejections set forth in this Office 
action : 

A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Subject matter developed by another person, which qualifies 
as prior art only under subsection <f) or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person. 

This application currently names joint inventors. In 
considering patentability of the claims under 35 U. S. C. § 103, 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant 
is advised of the obligation under 37 C. F. R. § 1.56 to point out 
the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of potential 35 
U.S.C. § 102(f) or <g) prior art under 35 U. S. C. § 103. 

Claims 1-19 are rejected under 35 U.S.C. § 103 as being 
unpatentable over Shah et al and Sanders et al taken with either 
Richins et al or Gowda et al or Wu et al or Goldberg et al. 

The primary references disclosed all features of the present 
invention except for specifying FMV 34S gene as a source for a 
strong promoter. The secondary references disclosed the FMV 34S 
promoter which was analogous in structure and strong expression 
characteristics with the well-known CaMV 35S promoter long used 
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in recombinant constructs in transgenic plants. At the time this 
invention was made, it was obvious to one of ordinary skill in 
the art to modify the primary references with the teachings of 
the secondary references with a reasonable expectation of success 
as taught by Wu et al for example. Thus the invention as claimed 
was very clearly prima facie obvious as a whole over the prior 

art in the absence of clear and convincing evidence to the 
contrary. 

No claim was allowed. 

Any inquiry concerning this communication should be directed 
to P. Rhodes at telephone number (703) 308-0196. 
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